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Patents Act 1977 

Combined Search and Examination Report under Sections 17 & 18(3) 
Patentability 

1 . I consider your invention to be excluded from patentability under section l(2)(c) of the 
Act, as relating to a program for a computer. 

2. The invention concerns a computing device programmed with an extensible framework 
that accepts one or more mark-up language parsers and/or generators, each implemented- 
as plug-ins to the framework, with different plug-ins enabling different kinds of mark up 
languages to be handled by the device. Since the use of extensible frameworks and plug- 
ins are well known it would appear that using such software concepts for handling 
different mark-up languages does not give rise to a technical contribution. The 
hardware used in the implementation of the invention appears to be of a conventional 
nature and does not give rise to a technical contribution. 

3. In order to make an excluded thing patentable it is necessary for an invention to make a 
technical contribution so in another relevant case law, Fujitsu 's Application [1997] RPC 
608, Judge Aldous LJ said: 

"...it is and always has been a principle of patent law that mere discoveries or ideas are not 
patentable, but those discoveries and ideas which have a technical aspect or make a 
technical contribution are. Thus the concept that what is needed to make an excluded thing 
patentable is a technical contribution is not surprising. That was the basis for the decision 
of the Board in Vicom. It has been accepted by this Court and the EPO and has been 
applied since 1987. It is a concept at the heart of patent law." 

Interpretation of the law 

4. According to both s. 1(2) of the Patents Act and Art. 52(3) of the EPC, an invention is 
only excluded to an extent that a patent or application for a patent relates to that thing as 



5. The Patent Office Practice Notice issued on 24 April 2002 entitled "Patents Act 1977: 
interpreting section 1(2)" provides a convenient summary of the approach to be adopted 
in determining whether an invention constitutes an excluded item as such. The practice 
notice can be summarised as saying that even if an invention relates to an excluded field, 
it will not be refused as being unpatentable if it provides a technical contribution. In 
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[Examination Report contd.] 

other words, if it makes a technical contribution it does not relate to the excluded item 

"as such". 

6. It is an underlying tenet of UK law, as established in Merrill Lynch p s Application [1989] 
RPC 561 on page 569, that it is the substance of an invention that is important, not the 
form of claim adopted. Accordingly it is not possible to render patentable an inherently 
unpatentable method merely through the specification of technical means. 

7. This approach is somewhat inconsistent with that adopted by the EPO Board of Appeal 
in Pension Benefit Systems Partnership (T 931/95) which decided that apparatus claims 
were fundamentally technical and therefore not caught by the exclusion whilst 
corresponding method claims were refused as being excluded. The Board went on to 
refuse the apparatus claims having decided that only technical features could contribute 
to the required inventive step. 10. 

8. This inconsistency between the UK and EPO approach has been expressly considered by 
the Comptroller's hearing officers on a number of occasions, notably Hutchin's 
Application (BL O/209/01) and Pintos Global Services's Ltd. 's Application (BL 

O/ 17 1/01). On both these occasions the hearing officer recognised the desirability of 
consistency between the UKPO and the EPO in this area but concluded that where there 
was a divergence, the UK Office was bound to follow the approach taken by the UK 
courts. Thus in UK law substance prevails over form. 

9. However, a recent decision by the EPO Board of Appeal in Hitachi (T 0258/03) appears 
to revise the thinking adopted in Pension Benefits such that corresponding method and 
apparatus claims are treated in the same way. Consequently methods which involve the 
use of technical means are considered by the EPO to be inventions within the meaning 
of Article 52( 1) of the EPC . 

10. A number of hearing officers have found it convenient to address the following two 
questions in assessing whether an invention is excluded from being patentable: 

Does the invention fall within the area of excluded subject matter mentioned in s.1 (2) of the Act? If the 
answer is "yes", 

Does the invention make a technical contribution such that it cannot be said to amount to 
excluded matter as such? 



1 1 . Only if the answer to the second question is "no" is the invention not patentable under 
s.l(2). 
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[Examination Report contd.] 
Novelty 

12. The invention as defined in claims 1 & 19 is not new because it has already been 
disclosed in the following document: 

WO2003/0 14971 A2 (CELECTIVITY) see whole document especially page 4 lines 6- 

11, claim 7 

13. The above document discloses a system which enables mobile telephones to be used to 
locate goods and services. The system comprises an extensible framework to which 
various plug-ins can be added in order to add different parser support. 

14. It would appear that the invention as currently claimed at least in the independent 
claims is anticipated by conventional browsers. Conventional browsers provide an 
extensible framework. Additional functionality can be added to the framework using 
plug-ins. These conventional browsers can handle information in different mark-up 
languages. 

Inventive step 

15. The invention as defined in claims 1-35 is obvious in view of what has already been 
disclosed in the following documents: 

WO 2003/014971 A2 (CELECTIVITY) see whole document especially page 4 

lines 6-11, claim 7 

WO 2002/017075 A2 (SYMBIAN LIMITED) see page 3 lines 1-6, page 6 lines 14-15 

and claims 1-6 

US 2002/0184401 Al (KADEL) see whole document especially abstract, 

figure 1 

WO 00/79365 A2 (SOFTCOM) see whole document especially abstract 

(PERVAGUS) www.dmreview.com/whitepaper/WD416.pdf "exploring mobile applications 
technology landscape", see pages 5-7, page 10 (lines 17-19) 

16. The above documents disclose computing devices which have been programmed with 
extensible frameworks to access data in which functionality can be extended using plug- 
ins. There is no mention in these documents (with the exception of the first document) 
that functionality can be extended to enable different kinds of mark-up languages to be 
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[Examination Report contd.] 

dealt with. However, to use plug-ins in an extendable framework for such a purpose is 
not regard as being inventive (see document 1). These documents therefore render the 
claims obvious. 

Other matters 

17. When amending the claims care should be taken to avoid conflict with related 
application GB0422298.0. 

18. The description should reflect any changes that are made to the claims. 



An Executive Agency of the Department of Trade and Industry 



